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EFFECTS OF PATENT EXPIRATION 


PART I 


THE EFFECT OF PATENT EXPIRATION ON TRADE-MARK RIGHTS 
By Abraham S. Greenberg 


(Concluded from the February Issue) 


II1I—Decisions of the State Courts 


Jaffe et al. v. Evans & Sons Ltd 75 N. Y. Supp. 257, 1902, App. Div. 
Whann v. Whann 116 La. 690, 41 South. 38, 1906 
106 N. Y. Supp. 1016, 1907, App. Div. 
70 Atlantic 191, 1908, N. J. 
Avenarius v. Kornely 139 Wis. 247, 1909, Wis. 
Marshall Engine v. New Marshall Engine 89 N. E. 548, 1909, Mass. 
Nathan Mfg. v. H. A. Rogers et al 114 N. Y. Supp. 1033, 1909, App. Div. 
Mississippi et al. Continuous et al 81 Atl. 374 [1 T.-M. Rep. 326], 1911, N. J. 
Sanford v. Enterprise et al 172 S. W. 537 [5 T.-M. Rep. 65], 1915, Tenn. 
Pees Eie 0: Fa 00 Ges 0 isivccvvccsvaccesous 220 N. Y. 522 [7 T.-M. Rep. 381], 1917, N. Y 
Mumford Molding v. E. H. Mumford 102 Atl. 9 [8 T.-M. Rep. 82], 1917, N. J. 
De Long Hook v. Hump Hairpin 130 N. E. 765 [11 T.-M. Rep. 239], 1921, Ill. 
Winthrop Chemical v. Blackman et al.......... 268 N. Y. Supp. 647 [24 T.-M. Rep. 106, 241] 
285 N. Y. Supp. 443, 1934 
H. A. Metz Labs. v. Blackman et al 275 N. Y. Supp. 407, 1934 [24 T.-M. Rep. 504] 
Lewts v. Trinklein et al 57 U. S. P. Q. 178, 1943 Mich. Sup. Ct. 


There had been several adjudications in the State Courts on the questions being 
considered, prior to the Singer v. June decision. The following dictum by the 
New York Court of Appeals in the first of these, a case which does not appear 
to have involved a patented article, curiously enough became the authority for 
later decisions: 


And when the patent expires ... . there is no piracy in making or selling the article 
under the name by which it has become generally known. This name has become the proper 
description of the article, as indicating that is made according to the patented invention, 
and is not the trade-mark of any particular manufacturer. The patentee relies for his pro- 
tection upon his patent, and cannot, by calling the name of his patent a trade-mark, 
protect his monoply after the patent has expired, or where it has no force (Selchow et al. 
v. Baker et al., 93 N. Y. 59, 1883). 


Some eight years later the same Court of Appeals (Waterman et al. v. Ship- 
man et al., 130 N. Y. 301) ruled that, until the actual expiration of a patent on an 
article upon which a trade-mark was used, the owner of the patent could not be 
deprived of his trade-mark right and no one else could use the mark. In 1895 (and 
relying on the Selchow case) a New York court ruled definitely that, upon expira- 
tion of a patent on the article on which the name “Granite Ironware” was used, 
the name was open to use by others.™ 


58. It is interesting to note here that the expired patent was for a process for making enamel 
for enameled ironware; further, subsidiary unexpired patents existed at the time of decision. 
St. Louis Stamping v. Piper, 34 N. Y. S. 1147. 
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In that same year (1895) there was rendered a very strict application of the 
Selchow dictum by the Massachusetts court. (Dover Stamping Co. v. Fellows, 
163 Mass. 191.) In this case a trade-mark “Dover” had been applied, during the 
life of an egg-beater patent, to products manufactured under the patent. It 
appeared, however, that during the life of the patent that the same mark was 
applied to various other products not covered by the patent. The defendant was 
permitted to continue use of “Dover” on the formerly patented egg-beaters. 

Subsequent to Singer v. June we find at first a strict application of its doctrines, 
whereas a more liberal application appears in more recent years. In the Jaffe 
case the trade-mark “Lanoline” was used on a wool fat product covered by a patent 
which expired in 1896. It appeared that during the life of the patent, competitors 
sold wool fat made under different processes by other marks. The defendant was 
permitted to use the mark “Lanolin,” the Court stating : 

. . . the defendant may use the word provided its preparation is substantially the 
same product as plaintiff’s ... . the goods sold had common characteristics .... there was 
nothing to prevent the defendants from applying to their product, as prepared, the terms 
which truthfully represented the inherent elements and characteristics of Lanoline. 

In the Whann case a strict application of the Singer doctrine resulted in the 
trade-mark “Chewalla” being thrown open to general use upon the expiration of 
the patent on a medicinal product. By contrast with the usual type of case, the 
Westcott Chuck decision is noteworthy only in that size designations and cata- 
logue material were copied after expiration of the basic patents covering the plain- 


tiff’s chucks. The trade-mark “Little Giant” was not employed by the defendant. 
It was implied in the decision that a specific injunction limited to copying of size 
designations and catalogue material might issue. The Edison case was also unusual 
in that the defendant, an exhibitor of purchased phonographs and kinetoscopes in 


’ 


those former “palaces of joy” called penny-arcades, advertised itself as “Edisonia.” 
The Court refused relief to the plaintiff, stating : 

The right to describe the article by the trade-mark or patented name must pass by 
implication of law, as it seems to me, to the person who purchases from the inventor 
or his assignee while the patent is in force, and that it passes to the general public after 
the patent has expired, on the ground of an assumed dedication of the name by which 
the patented article was known is settled by the highest authority.*® 
An attempt to extend the Singer doctrine to a foreign patent occurred in the 

Avenarius case. The mark “Carbolineum” had been coined for a paint, whose 
formula was kept secret. Prior to registration of the mark in United States, the 
product was widely sold in Germany under the trade-mark. In Germany a process 
patent was secured by the owner. Upon expiration of the German patent, accord- 
ing to the defendant, the mark was free to the public. The mark was held to be a 
valid one, since the expiration of the German patent in no way affected the trade- 
mark in the U. S. A. Furthermore, the trade-mark had long preceded any patent 
right. 


59. Citing Singer v. June. 

60. It is interesting to note that in Germany the then-existing law deemed the mark descrip- 
tive and generic. Compare this holding, however, with the Holzapfel case, where the Supreme Court 
(see section 1 of this paper) disregarded this very distinction. 
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In the Marshall Engine case it seemed that one Marshall, during the life of his 
patent on wood pulp reduction, assigned his patent, good will and trade-marks to 
a corporation bearing his name. After the patent expired Marshall felt he could 
re-enter the business under his own name. While the Court agreed that plaintiff’s 
right to the exclusive use of the name “Marshall” ceased on the expiration of the 
patent, yet as against Marshall relief could be granted in view of his sale to the 
plaintiff of the good will of the original firm. 

An exception to the Singer rule was evolved in the Nathan case, since the trade- 
mark ‘“‘Monitor” was held valid despite the expiration of numerous patents on the 
trade-marked article—steam injectors. It seemed that the patents were all detailed, 
and for different styles of injectors. The differentiation from the Singer rule fol- 
lows: 





























The word “Monitor” in no sense described the patented article nor the patentee... . 
The word “Monitor” is an artificial name as applied to a manufactured article, and the 
plaintiff having by skill and expenditure of money become known as the manufacturer 
of “Monitor” injectors, such designation points to it as the manufacturer, and it is entitled 
to be protected in its use... .© 





A clear case of a process patent was presented in the Mississippi decision. Here 
there was applied the trade-mark “Wireglass” to a wire mesh plate glass manu- 
factured under the patented process. Subsequent to expiration of the patents it 
was sought by the trade-mark owner to enforce his rights against a competitor who 
made the same glass. The latter used the same mark, and maintained the term was 
accurately descriptive of the article. In this view he was supported by the Court, 
which ruled that upon expiration of the process patents any other manufacturer 
could describe his product as “wireglass.” 

That trade piracy is the “mother of invention” in the field of making excuses, 
is best illustrated in the Sanford case. After manufacturing car wheels under the 
family name “Whitney” for years, the good will and name “Whitney” of the 
firm was solemnly transferred to the plaintiff. Car wheels were made under a patent 
owned by an employee Faught of the Whitney firm. The employee went to work 
for a different firm. On the expiration of the patent, the defendant employed a 
member of the Whitney firm and sold car wheels under the same name. It con- 
tended that the name “Whitney” had become so associated with the patented car 
wheel that upon patent expiration the name could be used by all. This was rejected 
in the decision, since it was the employee’s name Faught which had become generic 
of the wheel and not the “Whitney” name. 

In the Prest-O-Lite case a distinction was drawn by the Court of Appeals of 
New York between a patentee and a licensee so far as trade-mark rights were 
concerned. The plaintiff had been licensed under a patent covering tanks con- 
taining acetylene in solution. The trade-mark “Prest-O-Lite” was used by the 
plaintiff for its tanks, and for its tank exchange system. The defendant sold plain- 


61. A dissenting opinion in this case contended that the majority opinion meant that a 
coined name was more readily identified with the manufacturer than his own name, and hence 
created an artificial distinction from the Singer doctrine. Note the opposition decision in Section 
V of this paper. 
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tiff’s containers recharged by itself. It contended that the mark became generic 
upon expiration of the patent. 

The Court ruled that the name had become the name of plaintiff's exchange 
system; it denoted the plaintiff as a business. It was pointed out that the case 
distinguished from Singer v. June in that the plaintiff was not the patent owner, 
but only a licensee; it could not be said when the patent expired, all the names 
and marks used by licensees became public property as the generic name of the 
patented article. In brief, the Court found that the name “Prest-O-Lite” had not 
become generic, and was not known by the public to mean just the gas tank, but 
it meant the manufacture of the plaintiff.” 

In the Mumford case there was a contest between a past licensee and a present 
licensee, operating under Mumford patents in the manufacture of molding ma- 
chinery, as to the right to the name “Mumford.” During the contract period the 
complainant associated Mumford’s name with the molding machines sold by it; 
the name “Mumford” was treated as the generic description of the machines manu- 
factured under the patents. The Court decreed “Mumford” the generic name of the 
patented machinery. During the existence of the monopoly the name was sub- 
ject to exclusive appropriation by the patentee and assigns. However, it was 
deemed that during its post license contract the complainant had developed good 
will which was entitled to protection even after the license was terminated. Hence, 
the defendant was required to restrict its use of “Mumford” on the patented mold- 
ing machines and to distinguish positively from the complainant. On the other 
hand, the complainant was enjoined from using “Mumford” on the patented ma- 
chines unless accompanied by a statement that such machines were not made under 
the Mumford patents or by defendant. 

A situation where the restricted use of a trade-mark on a patented article (hook 
and eye construction for women’s garments) resulted in a boomerang, occurred in 
the De Long case. Not only did the trade-mark “Hump” become open to all for 
use by virtue of the expiration of a patent, but a competitor appropriated the 
mark for a closely-related notion and could not be stopped. During the pendency 
of the hook-eye patent, the De Long firm sold other notions such as pins and hair 
pins, but the mark “Hump” was restricted to the hook-eye. The defendant had 
registered the mark.® “The Hump” for hair pins over opposition by De Long. The 
Court ruled that the plaintiff had not established any secondary meaning for the name 
“Hump” on notions other than hooks and eyes. 

The Winthrop and Metz cases both involved the trade-marks of well-known 
drugs. The defendant was the same in each instance; its defense was the usual con- 
tention that expiration of the patent on the drug threw the trade-mark open to the 
public domain. In the first case the mark “Veronal,” applied to the drug diethylbar- 
bituric acid also known as Barbital, was ruled not the generic name of the patented 
drug. The Court stated: 


62. This decision concurred with that reported in 215 Fed. 692. 
63. Trade-Mark Reporter 238. It must be noted, however, that use of “Hump” for hook- 


eyes was permitted as long as nothing was done to deceive the public into believing that the 
product was that of the original manufacturer. 
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The conduct of the plaintiff in advertising its trade-mark “Veronal” during the existence 
of the patent and the labels used, showing that “Veronal” was its trade-mark, shows that 
the plaintiff never permitted this trade-mark to become a generic term. . . . I also find 
as a fact that this patented article has been identified with the manufacturer, and such 
identification has increased rather than diminished until today it is practically exclusively 
identified with the plaintiff. . . . 


The trade-mark ‘“Pyramidon” for amidopyrine was involved in the second case. 
Here, the mark had been applied to the product prior to the patent grant, and was 


used for some 36 years. Here, again, the Court did not agree with the defendant’s 
contention, and it was stressed that: 


.... The fact that a large part of the public may associate a trade-name with the 
generic name for a product is a tribute to the skill with which the firm has popularized 
the name. To put a penalty upon such skill and to say that the generalization of the 
trade-name by the public as a result of the originator’s publicity must deprive him of his 
monopoly in the name would, in the absence of special circumstances, be the height of 
injustice .... There is no evidence here that the word “Pyramidon” is the generic name 
for the product; on the contrary, “Amidopyrin” is such generic name... . 


The Lewis case is of interest to us in this study, because it demonstrates that it 
is possible for a trade-mark to become so attached to a product uniquely protected 
by patent rights, that a sale under court order of the trade-mark and patent rights is 
deemed sufficient to pass the exclusive rights to the mark to the purchaser.™ 

The Court indicated that certain patents purchased by Lewis were patents per- 
taining to the preparations of the products which had come to be known as “Air-O- 
Cel” products, and there was no showing that any of the assets of the business 
which were transferred to other persons were essential to the preparation of those 
identical products. In addition, the Court pointed out that the name in issue had 
a special meaning in the insulation trade. The majority of opinion held that when 
there are exclusive products to which a name has attached a trade meaning, and 
when the trade or public attaches thereto certain scientific attributes, then to avoid 
confusion or fraud upon the public it should be possible to transfer the name along 
with the rights that produce those same scientific attributes. 


64. Specifically, in this case the trade-mark “Air-O-Cel” has been used to designate an insula- 
tion board provided with air pockets. The insulation board was covered by United States 
patents and a Canadian patent. The mark itself was registered. The original owner of the busi- 
ness had gone bankrupt, and the Court divided the property into some 42 parcels. The plaintiff 
had purchased one of the parcels. Its parcel included the trade-mark, the patents “advertising 
equipment and good will,” unfilled orders and other physical assets. The defendant was the 
insolvent businessman who, after the receiver sale, sought to use the trade-mark in a new 
corporate name. 

65. The dissenting justice pointed out that all that Lewis purchased was the registered trade- 
mark, some patents, but none of the other physical assets, and accordingly the trade-mark had 
been sold by the receiver as an asset wholly apart from the business. The Court, the dissenting 
judge argued, evidently entertained the view that the trade-name followed ownership of the 
patents. On the contrary, the trade-mark had become a homeless waif and the sale of the patent 
did not carry the exclusive right to the trade-mark. Query: What effect will the legal reasoning 
of the majority have on the trade-mark when the patents expire? 

66. Marwilliam v. President Suspender, App. D. C. 1917 C. D. 179, 242 O. G. 255 is of 
interest. In that case an exclusive licensee under a suspender patent acquired exclusive use of 
trade-mark “President.” Licensor did not engage in business during life of patent. After patent 
expired, the licensee was deemed possessed of a vested right in the trade-mark. See, also the 
federal court case in 238 F. 159—Section 2 of this paper. 
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IV—Ex Parte Decisions of the Patent Office 


Ex parte Yale and Towne Mfg. Co 1897 C. D. 786; 81 O. G. 801 

Ex parte Velvril Co. Ltd 1898 C. D. 623; 84 O. G. 807 

Ex parte Yale and Towne Mfg. Co 1907 C. D. 122; 127 O. G. 3641 

Ex parte Craftsman’s Guild 1909 C. D. 91; 143 O. G. 257 

Ex parte Sparks Drilling Jar Co {6 T.-M. Rep. 286], 1916, Comm. 

Ex parte Siegel-Russell [7 T.-M. Rep. 397], 1917, Comm. 

In re Autographic Register Co 39 F(2) 718 [20 T.-M. Rep. 277], 1930, 
Cc. c.#. A. 

Ex parte Walker-Gordon et al 4U.S. P. Q. 184, 1930, Comm. 

Dixie Rose Nursery v. Coe 55 U. S. P. Q. 315, 1942, App. D. C. 


Long before the decision in the Singer case in 1896, there appears to have 
developed in the U. S. Patent Office a policy akin to the doctrine which was 
enunciated by the U. S. Supreme Court. For example, ex parte Consolidated Fruit 
Jar Company (1878 C. D. 101; 4 O. G. 269) demonstrates this policy. In that case 
the owner of the Mason Fruit Jar patent sought to register the name “Mason” as 
a trade-mark for fruit jars made under the patent and sold by the applicant. From 
the decision it appears that the patents were to expire in 1879, application for 
registration having been made in 1877. It also appeared that from the statutes then 
in existence it was possible to register a name, provided it was a lawful trade- 
mark rightfully in use on July 8, 1870. 

The Commissioner pointed out, however, that where the name had come by 
long usage to denote kind, class or quality of an article, in other words, a generic 
term, no one could acquire its exclusive use. He very pertinently pointed out that: 

. it is a universal custom to refer to patented articles by the name of the inventor 
as the Howe Sewing Machine, the Bell Telephone, etc., and such names soon become 
generic in their character, designating a particular kind or class of article. So it is in 
the present case. During 12 years preceding the year 1870 the particular form of fruit 
jar made by applicants had become widely known as “Mason’s Fruit Jar” and it no doubt 
will continue to be so known as long as the demand for it exists.... Now that the 
extended patents under which applicants manufacture are about to expire, to give them 


a monopoly for 30 years longer in the use of the name by which such patented articles 
are known would be a fraud upon the public. 


The decade following the Singer decision saw the two decisions in the Yale and 
V elvril cases. The Yale cases are highly instructive, since in the 1897 decision there 
was a refusal to register the well-known trade-mark, whereas in the 1907 case 
registration was permitted under the 10 year clause of the Act of 1905. The basic 
patents on the locks had expired many years prior to the date of application for 
registration (1896). The patentee’s name was Yale. Hence, the facts threw the 
case into the Mason and Singer types of cases. Indeed it was shown that the expres- 
sion “Yale lock” had gone into wide generic use in patent and other literature. 
The Commissioner, therefore, ruled that the applicant had no right to register the 
mark. 


67. The Commissioner cited for his authority the cases of Tucker v. Boyington, 9 O. G. 
455 and ex parte Richardson, 3 O. G. 120. It is, therefore, seen that the doctrine of the Singer 
case so far as its application in ex parte cases in the Patent Office was to be concerned, had 
already been well indoctrinated in the policy of the Patent Office. 





EFFECTS OF PATENT EXPIRATION 45 


Subsequent to the enactment of the Act of 1905, Yale and Towne Manufacturing 
Co., again sought registration of the mark “Yale” under the 10 year proviso of the 
Act on the theory that it had exclusive use of the mark for the 10 year period prior 
to February 20, 1905. The Commissioner reversed the rejection of the application 
on a form of “recapture” reasoning.” Conceding that to qualify under the 10 year 
proviso an applicant had to show that he had the right to exclude others from the 
use of the mark for the critical 10 year period, the qualification in this case was 
spelled out from the requirement in the Singer case that the June Manufacturing 
Co. employ with the word “Singer” some specification to identify its machines with 
itself. Hence, it was ruled: 


Upon close scrutiny of the decisions upon the subject it appears that an exclusive 
right in the name of a patented article upon the part of the manufacturer who first adopted 
it is not wholly precluded by the expiration of the patents upon such article. The func- 
tion of the name in such cases is two-fold: First, it designates or identifies the thing 
patented, and, second, it indicates the sources of manufacture of that article. Upon the 
expiration of the patent the right to use the word or name as the means of designating 
or identifying the article passes irretrievably to the public; but by reason of the second 
significance of the mark a member of the public who chooses to manufacture the article 
and designate it by the name it has acquired must so distinguish his use of that name 
that it will not indicate to the public that the article is the product of the original 
maker. . . . It is therefore clear that where a word or name which has been applied 
to a patented article has also become indicative of the origin of that article a limited right 
remains in the original maker after the expiration of the patent to exclude others from 
such unqualified use of the word or name as would deceive a careful public into the 
belief that their articles are those of the original maker. This right to exclude, it is 
believed, satisfies the requirement of “exclusive use” stated in the ten-year proviso of the 
Act of February 20, 1905. 


In the Velvril case it appeared that a patent had been granted the applicant in 
1896 for a nitrocellulose compound to which the mark “Velvril” was applied. The 
Commissioner applied a strict construction of the Singer case, despite the fact that 
the mark was a coined and arbitrary expression, and despite the fact that the patent 
still had its entire life to run. The Commissioner’s response to the latter conten- 
tion that the Singer doctrine did not apply to marks used on products covered by 
an unexpired patent gave an extension to the doctrine that does not seem fully 
warranted in the case of a trade-mark of the coined and arbitrary type. The Com- 
missioner reasoned : 


It may be claimed that the authorities cited are not controlling in the present case 
for the reason that the patent for the compound designated “Velvril” has not expired. 
This I consider without force, however, for the reason that in this and similar cases 
where registration is sought the question is not as to the right to the trade-mark, but 
the right to have it registered. . .. By a refusal to register the mark the petitioner is not 
deprived of its common law right. It can enforce any claimed right to the trade-mark 
in any court of competent jurisdiction as fully as though the mark were registered. In 
this particular case petitioner, being a foreign corporation, can bring any such suit in 
a Federal court. 

In view of the fact that under the Trade-mark Act of 1881 a certificate of registry 
remains in force for thirty years from its date (with certain exception unnecessary to be 


68. See Philco Corp. v. Phillips Mfg. Co.,C. C. A. 7 [33 T.-M. Rep. 118, 124] (Jan. 19, 1943) 


for dictum that registration under 10-year clause may create a substantive right. 
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here considered), I do not think that this Office should register trade-marks which though 
lawful trade-marks at the date when registry is sought will become public property 
before the expiration of the thirty years. By so doing the Patent Office would be placed 
in the light of attempting to aid in prolonging a monopoly, which manifestly, under the 
decisions of the courts, is unwarranted. To thus attempt to give the petitioner a monopoly 
for many years longer than is given by the patent “would be a fraud upon the public.” 


In the Craftsman’s Guild case registration was sought for the fanciful word 
“Billiken” as a trade-mark for images of a unique type. A copyright had been 
granted the applicant for a statue of that name; a design patent had been granted on 
the image, and the patent was owned by the applicant. The Commissioner refused 
registration on several grounds. Firstly, he considered the mark “Billiken” as the 
mere name of an article analogous to the title of a book; second, he deemed registra- 
tion unwarranted since the copyright covered the article; thirdly, the mark was the 
name of a patented article and not registrable for that reason upon the authority of 
the ‘“‘Velvril’” case. Upon being presented with the argument that the Singer doc- 
trine was not applicable to a design patent, the Commissioner said: 

The patents referred to in these cases were mechanical patents; but no distinction 

is seen between these and the case of a design patent. When the patent expires the 
public is entitled to make the design shown therein, and it is also entitled to call it by 
the name by which it has become known. As pointed out above, the name by which the 
image shown in the design patent is known is “Billiken,” and for that reason registra- 
tion should be refused, since such registration would give the registrant a prime facie 
title to the exclusive use of this word after the expiration of the patent. 


The Sparks Drilling Jar case was unique in at least one respect: the Commis- 
sioner sought to do justice both to the public and the applicant. The mark under 
consideration included as its prominent feature the picture of a patented well drill 
jar. The patent had several years of life. Disclaimer of the picture was demanded 
by the Examiner. Registration was granted by the Commissioner upon the proviso 
(somewhat unusual) that the applicant disclaim the illustration after the expiration 
of its patent. In this way “the public was put on notice of the exact status of the 
applicant’s right.” 

A somewhat similar situation was handled differently in the Siegel-Russell case, 
where registration was sought for a mark “l-m-n-r.” This was really the key to a 
patented index system. The usual contention that the patent had not yet expired 
was rejected in this way: 

.... the patent has made it descriptive and has vested the public with rights in it. 

The mark was not chosen to indicate the maker, but an inherent part of the patented 

invention. It cannot be a valid trade-mark, even for the duration of the patent. A trade- 


mark can have no time limit, because it is the result of usage and the title strengthens 
with time. 


In the Autographic Register case the Court of Customs and Patent Appeals 
had before it a fairly conventional set of circumstances reminiscent of the Singer 
case. Back in 1883 a patent had been granted to J. C. Shoup, the founder of the 
autographic register business of the applicant. Many years after that patent 
had expired it was sought to register the mark “Autographic.” Among other rea- 
sons urged against the registration, the Court agreed that the situation was within 
the Singer doctrine and ruled: 
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The solicitor here contends that since patent No. 286,560 to James C. Shoup for an 
“autographic registering apparatus” uses the term as designating the distinctive style 
of the machine, and since that patent has expired, the public is entitled to the use of 
the word “Autographic,” and that to grant registration to appellant would be to give it 
an exclusive property in the word and thus extend its patent monopoly. This is a well- 


settled principle in patent and trade-mark law, and we agree with this contention on the 
part of the solicitor. 


The same result followed in the Walker-Gordon case, where it was argued that 
a silver-colored milk bottle cap had come to indicate to its customers the milk of 
applicant. A patent on a tinfoil cap for milk bottles had long expired. Registra- 
tion here was denied on the ground that it would have been the equivalent of a per- 


petual patent upon a tinfoil milk bottle cap, since the color of the latter is substan- 
tially silver. 


The most recent ex parte case on this type of case is the Dixie Rose Nursery. 
The mark sought to be registered was “Texas Centennial” ; the mark was applied 
to a patented variety of rose. It appeared that only the patentee-applicant and its 
licensees marketed the variety under that name. It also appeared that “Texas 
Centennial” roses could be purchased without learning that the original stock came 


from applicant’s nursery. The Court (Appeals D. C.) rejected the applicant’s 
arguments as follows: 


If a man should invent a combination automobile and airplane, and call it an ambi, the 
name would at first be arbitary and not descriptive. But if the name were applied, for a 
considerable period, to all such combinations and to nothing else, the name would come 
to identify or describe the thing, as the word “cellophane” has come to describe a thing. 
“The meaning which should be given to the words constituting the mark is the impres- 
sion and signification which they would convey to the public.” The Patent Office and 
the District Court might properly conclude that the words “Texas Centennial,” though 
originally arbitrary, have come to describe to the public a rose of a particular sort, not 
a rose from a particular nursery. It follows that the statute forbids the registration of 
the words unless an exception is to be read into the statute to the effect that words which 
are descriptive may nonetheless be registered when the applicant and his licensees are, 
for the moment, the only persons who produce the thing described . . . . To allow reg- 
istration of the name “Texas Centennial” would give appellant an unfair advantage, 
despite the fact that only appellant and its licensees now produce “Texas Centennials.” 
It would tend to prolong appellant’s monopoly, beyond the life of appellant’s patent, by 
making it difficult for a new comer to break into the field. We cannot read such an 
intent into the Trade-Mark Act.” 


V—lInter Partes Decisions of the Patent Office 


Bausch and Lomb et al. v. Vent. ............ 59 U. S. P. Q. 436, 558 O. G. 508, 1943 
Edna Smelting et al. v. Nathan Mfg 1908 C. D. 436, 135 O. G. 664, App. D. C. 
J. A. Scriven Co. v. W. H. Towles et al 1909 C. D. 310, 140 O. G. 510, App. D. C. 
Udell-Predock et al. v. The Udell Works 1909 C. D. 316, 140 O. G. 1002, App. D. C. 
Mclihenny’s Sons v. New Iberia et al 1910 C. D. 343, 153 O. G. 547, App. D. C. 
Heaton-Peninsular et al. v. Independent et al...214 O. G. 1319, 1915 C. D. 214, App. D. C. 


69. The U. S. Patent Office has endeavored to avoid use of trade-marks in specifications as 


common descriptive nouns. See Commissioner’s Notice 442 O. G. 1062; 451 O. G. 235, amended 
470 O. G. 935. 
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Ehret Roofing et al. v. Warren-Ehret Co [6 T.-M. Rep. 599], 1916, Comm. 
Mcllhenny’s Sons v. B. F. Trappey & Sons 1922 C. D. 98 [12 T.-M. Rep. 91], App. D. C. 
Columbian Rope Co. v. Hooven et al 1923 C. D. 75, 316 O. G. 703 Comm. 

Doremus et al. v. Jacobs 1924 C. D. 5, 319 O. G. 3 Comm. 

McKesson et al. v. Phillips. ......0.cccceeeeee 23 F(2) 763 [18 T-M. Rep. 28], 1927, App. D. C. 
Penn Leather Co. v. Hydrosole et al [18 T.-M. Rep. 510], 1928, Comm. 

Pittsburgh et al. v. Knitted Padding Co [19 T.-M. Rep. 248], 1929, Comm. 

Parke, Davis & Co. v. Sandoz Chemical....... [23 T.-M. Rep. 499], 1933, Comm. 

Esterbrook et al. v. W. A. Sheaffer Pen Co.....30 U. S. P. Q. 321, 1936, Comm. 

Kellogg Co. v. National Biscuit Co [33 T.-M. Rep. 36], 1942, Comm. 


There appear to have been no inter partes cases decided in the Patent Office 
or in the Appellate Tribunals thereof to the Edna case. In that case the applicant, 
Nathan Manufacturing Co. sought to register the word “Monitor” as a trade-mark 
for boiler injectors. It appeared that various types of injectors were manufactured 
by the applicant, and all of them were basically of a construction shown and claimed 
in an expired patent. It also appeared that the various types of injectors which 
were manufactured had no patented improvements common to all of them. How- 
ever, the trade-mark “Monitor” was applied in common. The Court of Appeals 
affirmed dismissing of the opposition by the Edna Company on the ground that the 
trade-mark “Monitor” had come to designate the original of the various forms of 
injectors, and without reference to the very narrow patent whose features had been 
embodied only in certain of the injectors. 

The Singer case was distinguished in these words “In that case all the Singer 
sewing machines embodied certain fundamental patents controlled by the Company 
and caused them to be embraced under the generic term of Singer. During the 
life of the patents none of the machines as a whole were open to public competition.” 

There were no unusual questions presented in the Scriven case. There it was 
attempted to secure registration of a pictorial representation of a buff-colored strip 
of knitted material interposed lengthwise on a pair of drawers made of woven fabric. 
It appeared that the representation was substantially the subject matter of an expired 
patent covering such an inserted strip of knitted material. Registration was opposed 
by various firms that had successfully defeated the Scriven Company in the Federal 
Courts.” The Court of Appeals felt that “to register the mark would have pro- 
longed to a measurable degree at least the monopoly enjoyed under the original 
patent.” 

It may be said that the Udell case embodied a situation which was the reverse of 
the Edna case. In the former the applicant sought registration of the trade-mark 
“Excelsior” for step ladders. It appeared that the mark had been used on step 
ladders embodying various patented improvements. However, it also appeared from 
the facts that the applicant had made six other styles of ladders under different 
trade-names, and all embodying common features of the Udell patents. It is also of 
interest to note that other firms manufactured ladders under these Udell patents, 
and designated their patents by different trade-marks. The opposer contended that 
upon the expiration of the Udell patents the trade-mark “Excelsior” became free 


70. 158 Fed. 1020; 165 Fed. 639, 655. 
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to the public to employ as the generic designation of the step ladders. The Court 
of Appeals rejected the opposition, holding : 


While care should be taken lest a monopoly be continued beyond the life of a patent 
through the agency of a trade-name which has come to indicate to the public the patented 
article, the Patent Office would not be justified in presuming that a trade-mark was 
generic. [fh the present case the appellee company has built up a trade in ladders because 
of the superior excellence of the product and the fair dealings of the company 
Here the word “Excelsior” was only one of several words applied to a patented product 
and we have indicated origin and not genus. 


The litigation involving E. McIlhenny’s Sons’ famous trade-mark “Tabasco” 
resulted in cancellation of the registration of the mark. There was more than one 
registration which included the word “Tabasco,” and they were registered under 
the ten-year clause of the Act of 1905. While the registrations were actually can- 
celled by virtue of the geographical nature of the mark and the lack of exclusive 
use in the ten-year period prior to 1905, yet what is of interest to us in the present 
study is that the Tabasco Sauce was brought out under a patent granted in 1870, 
and the patent covered a process for preparing the sauce upon which the name 
“Tabasco” was used. The Court of Appeals in the cancellation by New Iberia et al. 
said : 


It is worthy of notice that no application for the registration of this mark was made 
until after the term of the monopoly granted by said patent expired. 


It is also interesting to note that the Gaidry case (253 Fed. 705, discussed in the 
Federal Cases Section of this paper) was not referred to in the Trappey cancella- 
tion proceeding. 

As in the Scriven case, the Heaton-Peninsular Button decision reveals a situa- 
tion wherein application for registration was made under the ten-year clause of the 
Act of 1905. The trade-mark was a pictorial reproduction of a staple-like button 
fastener which was the subject matter of a patent owned by the applicant, and 
which patent expired in 1908. In other words, the patented monopoly was in 
existence during the ten-year period prior to 1905. In spite of the fact that under 
the ten-year clause of the Act of 1905 a descriptive mark is registrable provided the 
applicant shows exclusive use of the mark, the Court of Appeals affirmed the can- 
cellation of the registration upon the ground that the right to manufacture the article 
passed to the public when the patent expired. The Court felt that the attempted 
registration was apparently an effort to prolong the monopoly of the patent. 

It is interesting to compare this holding with that in the Ehret decision where 
the trade-mark “Ehret’s Slag Roofing” was registered as a trade-mark under the 
ten-year clause of the Act of 1905, and it appeared that the trade-mark had been 
used on an article manufactured under a patent which had expired in 1885. Cancel- 
lation was refused by the Commissioner on the ground that the case at bar was 
distinguishable from the Heaton case in that the expiration of the patent had occurred 
prior to the beginning of the ten-year period. 

The Columbian Rope case is rather peculiar, for in this case the opposer had a 
patent allegedly covering a trade-mark which was sought to be registered by the 
applicant. The applicant described its trade-mark as a colored thread inserted 
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between the strands of rope for marking the same so that it did not show from the 
surface of the rope, although it could be discovered at the end of the rope or by 
untwisting the rope at any place. The opposer argued that it had a patent 
which covered a tape marker for rope similar to the description of the applicant’s 
trade-mark. The opposer suggested that the registration by the applicant would 
limit the use of its own patented device, and would give the applicant a perma- 
nent patent for its trade-mark. The Commissioner denied the opposition and 
pointed out that the registration in any event would not enable the applicant to avoid 
infringement of the patent, assuming that such infringement actually existed. 

The Doremus case was an interference proceeding wherein both parties sought 
registration of the trade-mark “Bang Bird.” It appeared that this was the name of 
a patented game, and that the patent had not yet expired. The Commissioner refused 
to grant registration to either party because: 

It seems clear that this office should not grant a certificate of registration of a mark 
which by statute runs for 20 years when that mark consists of the name of a patented 


device, which patent will expire before the 20-year registration period and so become 
free to the public while the certificate of registration still remains in effect in court.™ 


The McKesson decision involved the famous trade-mark “Milk of Magnesia.” 
It was sought in that case to cancel the registration of that mark as well as its Span- 
ish equivalent “Leche-de-Magnesia,” both of which registrations had been reg- 
istered under the ten-year clause of the Act of 1905. The patents upon the com- 
position on which the mark had been applied had expired prior to 1895. The Court 


of Appeals denied the cancellation on the ground that it had not been shown that 


any other company had used the trade-mark in question during the ten-year period 
prior to 1905. ™ * 


71. It will be noted that the decision in the Craftsman Guild case was followed in this 
decision. 

See also the recent Bausch and Lomb (cited supra) case, where the pendency of a patent 
application affected the result. The trade-mark applied for was a design simulating a four- 
leaf clover, the design appearing on a spectacle lens. The design was visible solely when viewed 
through polarized light. The applicant had a patent application pending on the process for pro- 
ducing the design on the lens. Opposition by a manufacturer of lenses was sustained on the 
ground that if the process were patented it would eventually become public property upon 
patent expiration. However, the grant of the registration would effectively act as the grant 
of a perpetual monopoly on the process. 

72. It is interesting to note, however, that the Federal Court (53 Fed. (2) 342; 1011) the 
Circuit Court of Appeals held that the marks should have been cancelled since the other firms 
had used these names in the critical ten-year period. Furthermore, in the Federal decision the 
Court used another ground for ordering cancellation of the registrations. This other ground 
was the fact that between 1905 and 1924, the date when the cancellation proceeding was initiated, 
the registrant had allowed a large competition trade to arise. There was extensive, persistent 
and adverse use of the trade-marks in that 19-year period and the Court presumed an abandon- 
ment of the trade-mark. Accordingly, we have here an illustration of how it is possible for 
the trade-mark of a patented article to pass to the public upon expiration of the patent; recap- 
ture of the trade-mark may take place in the ten-year period by exclusive use, and then loss of 
the trade-mark can again take place by continued adverse use from which the intent of abandon- 
ment may be presumed. 

73. That a registration under the 10-year clause of the Act of 1905 may create substantive 
rights, see the recent dictum in Philco Corp. v. Phillips Mfg. Co., C. C. A. 7 [33 T.-M. Rep. 118, 
124] (Jan., 1943). “It should be noted that the 10-year clause in Section 3 permits registration 
of some marks not considered trade-marks at common law, since they were not subject in the 
first instance to exclusive appropriation . . . . through registration the mark becomes a “statutory 
trade-mark” and the registrant is entitled to invoke the protection of the Act just as though the 
mark could have been a valid trade-mark at common law.” 
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Having adopted and used the word “Hydro” as a trade-mark for a screw press 
adapted to cement soles to shoes, the Penn Leather Company sought to register the 
mark. In opposition it was urged that the word had become the name of a patented 
press. Registration was granted because the mark had been used prior to the 
patent grant, and, also, for the reason that the significance of the mark was non- 
descriptive of the patented screw press. 

In the Pittsburgh Waterproof case there was another attempt to cancel a mark 
registered under the ten-year clause of the Act of 1905. The mark involved was 
“Knitted Padding” for stitched cotton blankets. The petitioner sought to show that 
the mark had been the name of a patented blanket covered by a patent which 
expired within the ten-year period preceding October, 1905, and that other patents 
covering machines for making the product had been subsequently granted. The 
Commissioner held that in the absence of proof that the article of the first patent was 
ever manufactured or that the mark was applied to a product such as was covered 
by the patent, the petition had to be refused. (The peculiar feature of this case is 
the fact that two patents issued after the expiration of the first “product” patent, 
referred to the product thereof as a “knitted padding.” ) 

A case wherein the word “ergotamin,” employed in both British and American 
patents to describe alkaloids of ergot, was adopted and used as a trade-mark long 
after the grant of the patents, appeared from the Parke, Davis decision. (It was also 
developed that publishers prior to trade-mark use had used the name descriptively 


to indicate the patented product.) The opposition to the registration was sustained. 
the Commissioner stating : 


It is abundantly apparent the name sought to be registered has been used in both 
the British and the United States patents obtained by or for the applicant as a term descrip- 
tive of the goods; and since when these patents expire, any one will have the right to use 
the name by which the goods are designated in the patents and by which they have been 
sold by applicant, registration cannot be granted. It is to be noted that there has been 
shown no trade-mark use until long subsequent to the grant of these patents. 


In the Esterbrook case the applicant sought to register as a trade-mark a plati- 
num coating over the writing end of a pen nib. Opposition was sustained, par- 
ticularly in view of the disclosure in a patent owned by the applicant to the effect that 
the platinum plating on the end of a gold pen nib served a purely utilitarian func- 
tion. 

In the Kellogg case the trade-mark “Shredded Wheat” was cancelled as an 
aftermath to the rulings of the Supreme Court in the unfair competition case (305 
U. S. 111).* The registration had been granted under the Act of March 19, 1920. 
While it was true that descriptiveness of a mark is not necessarily a bar to its regis- 
tration under the 1920 act, the mere name of an article of commerce (shredded wheat 
biscuit) could not be so registered as a trade-mark for that particular article. In 
the Supreme Court decision it had been pointed out that during the life of the 
patent on the product the term “Shredded Wheat” had become the generic name 
of the article. Upon the expiration of the patent in 1912, there passed to the pub- 


74. For full discussion of “Shredded Wheat” litigation see Supreme Court section of this 
paper. 
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lic the right to apply the name by which the shredded wheat biscuit had become 
known.”° 


75. Such “freeing” of a trade-mark would not appear to give any specific member of the 
public the right to oppose registration of the mark (or a petition to cancel a registered mark) 
in the absence of a showing that he had manufactured and marketed a similar article to that 
on which the trade-mark had been used. Mere allegations that expiration of patents gave right 
to a competitor to sell the patented articles under its alleged generic name “Mimeography” held 
not sufficient to warrant opposition in Underwood, et al. v. A. D. Dick Co., App. D. C., 1911 
C. D. 298, 163 O. G. 730. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, May, 1942 and the June, 1943, Reporter, delivered in 
condition for binding ; for two copies of the 1940, Index, 50 cents each. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 
Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New York City. 












































U 
vay) 
: _ 
. ; + 
aint 
A ps 
3 
~ ee 
. . 
+ 
é . 
ir 





